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DETAILED ACTION 

This Office Action is responsive to tine Remarl<s filed on February 1 , 2008. Tine 
Applicant has included a Summary of the Interview of December 21 , 2007. However, 
after further review, a new rejection is presented for the following reasons of record. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

3. Regarding claim 1 , the phrase "applying a current from an external electric 
source between the fuel electrode as negative and the air electrode as positive in the 
direction opposite to the first step" renders the claim indefinite because it is unclear 
what the limitation(s) of "the direction opposite to the first step" is referring to (what 
"direction"). 

4. Claim 1 recites the limitation "the direction" in claim 1, line 8. There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Uchida et al., JP 2003-217642, in view of Shiepe et al., U.S. Pat. No. 7,166,382 B2. 

Rejection of claims 1-7 drawn to a process for generating power. 

Uchida et al., teach comprising a process for generating power comprising: a first 
step of generating power from a fuel cell comprising a fuel electrode, an air electrode 
and an electrolyte membrane sandwiched therebetween (0004) wherein the fuel 
electrode is made of an alloy comprising platinum (0004) and a fuel is a liquid 
comprising a secondary alcohol (0004), by directly feeding the fuel to the fuel electrode 
(0004); a second step of contacting the air electrode in the fuel cell with an oxidizable 
material (0004); and a third step of generating power from the fuel cell after the second 
step (0030). The process as claimed in Claim 1 , wherein the fuel electrode is made of 
an alloy of platinum and at least one metal selected from the group consisting of 
ruthenium (0015). The process as claimed in Claim 1, wherein an atomic composition 
ratio of platinum to the other elements in the alloy is 65:35 to 10/90 (0015). The process 
as claimed in Claim 1, wherein the oxidizable material is water or hydrogen (0030). 

Uchida et al., do not teach the second step. 
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Shiepe et al., teach a process for generating power comprising: a first step of 
generating power from a fuel cell comprising a fuel electrode, an air electrode and an 
electrolyte membrane sandwiched therebetween (col. 3, lines 3-40; Fig. 2) wherein the 
fuel electrode is made of an alloy comprising platinum (col. 6, lines 9-17); a second step 
of contacting the air electrode in the fuel cell with an oxidizable material and applying a 
current from an external electric source between the fuel electrode as negative and the 
air electrode as positive, after the first step (acting as electrolyzer)(col. 4, lines 31-40; 
col. 10, lines 1 1-25; col. 13, lines 5-17); and a third step of generating power from the 
fuel cell after the second step (col. 3, lines 3-40; col. 4, lines 20-52). The- process as 
claimed in claim 1, wherein the fuel electrode is made of an alloy of platinum and at 
least one metal selected from the group consisting of ruthenium, tin, tungsten, copper, 
gold manganese and, vanadium (col. 6, lines 9-17). The process as claimed in claim 1 , 
wherein the fuel electrode is made of an alloy of platinum and at least one metal 
selected from the group consisting of ruthenium, tin and tungsten (col. 6, lines 9-17). 
The process as claimed in claim 1 , wherein the fuel electrode is made of an alloy 
comprising platinum and ruthenium (col. 6, lines 9-17). The process as claimed in claim 
1, wherein the oxidizable material is water or hydrogen (col. 4, lines 20-24; col. 6, lines 
9-1 1 ). The process as claimed in claim 1 , further comprising, a step of repeating the 
second step and the third step (col. 3, lines 3-40; col. 4, lines 20-52). 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to insert the teachings of Shiepe et al., into the teachings of 
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Uchida et al., because the addition of the second step into Uchida et al., provides "the 

electrochemical cell can operate at a lower electrical resistance 

thereby leading to higher current output densities in the case of fuel cells or 

fuel cell operation, and increased energy efficiency in the case of 

electrolysis cells or electrolysis cell operation." (Shiepe et al) 



Response to Arguments 

7. Applicant's arguments filed 2/1/08 have been fully considered but they are not 
persuasive. Applicant argues, "Shiepe does not specifically use an alloy of 
platinum... the alloy of platinum is merely one of possible choices (there are about 20 
choices in the list)." However, col. 6, lines 9-17, teach, " Suitable electrodes comprise, 
but are not limited to, platinum, palladium, rhodium, carbon, gold, tantalum, tungsten, 
ruthenium, iridium, osmium, alloys thereof, and the like." (Shiepe et al); which discloses 
electrodes comprise "platinum. ..alloys" and a listing often choices. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Angela J. Martin whose telephone number is 571-272- 
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1288. The examiner can normally be reached on Monday-Friday from 10:00 am to 6:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AJM 

/Angela J. Martin/ 
Examiner, Art Unit 1795 



